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1 )KI Responsive to communication(s) filed on 25 January 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1/25/2008 has been entered. The amendments to claims 1, 13, 16, 19, 22 and 26 and 
the cancellation of claims 18, 20 and 21 are acknowledged. The amendment filed on 

1 1/20/2007 remains non-entered. 

Claim Objections 

2. Claims 1-4, 8, 9 and 1 1 are objected to because of the following informality. At 
claim 1, line 2, it appears that "a proximal section and a distal" should be --a proximal 
section and a distal section--. It appears that this language was inadvertently changed 
relative to the claim listing of 7/16/2007. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1 , 8 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Palermo et al. (US 5,769,796). Palermo discloses a guidewire (figures 5A and 5B) 
comprising: an elongated inner core member including a proximal section (at least 102, 
120) and a distal section, the distal section including a proximal portion (122, 130) and a 
distal portion (134); an elongated reinforcing member (132) having a proximal end and a 
distal end, the elongated reinforcing member disposed about the proximal portion of the 
distal section such that the distal portion of the distal section is free of the reinforcing 
member; and an outer coil member (112) having a proximal end and a distal end, the 
outer coil member disposed about the distal section of the core member, there being no 
intervening layer of material between the distal portion of the distal section of the inner 
core member and the outer coil member; and wherein the proximal end of the outer coil 
member is located proximal of the proximal end of the elongated reinforcing member. 
The outer coil member is located exterior of the elongated reinforcing member such that 
a space exists between the entire perimeter of the elongated reinforcing member and 
the outer coil member. The distal portion of the distal section of the core member has a 
non-circular cross-section (column 6, lines 63-67). The distal region of the core 
member comprises stainless steel (column 7, lines 14-18). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-4, 13-15 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Palermo et al. (US 5,769,796) in view of O'Connor et al. (US 
6,887,235). 

7. Palermo further discloses that the proximal region of the core member has a 
diameter (somewhere along the length of taper 120) that is substantially equal to a 
diameter of the outer coil member. Palermo discloses that the reinforcing member may 
be constructed of a suitable metallic material (column 6, lines 60-62) but does not 
expressly disclose that the reinforcing member is a tube having at least one cut or 
groove or is made of a nickel-titanium alloy. 

8. O'Connor teaches a reinforcing member with a helical groove (40 in figure 3A) or 
a plurality of cuts (44, 46 in figure 4A) for the purpose of providing desired torque and 
flexibility characteristics to the reinforcing member without requiring additional 
components (column 2, lines 23-26). 

9. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention to have used a nickel-titanium alloy tube having at least one helical 
groove as taught by O'Connor as the reinforcing member of Palermo in order to provide 
a reinforcing member with desired torque and flexibility characteristics without requiring 
additional components. 
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10. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Palermo 
et al. (US 5,769,796) in view of Urick et al. (US 5,666,969). 

1 1 . Palermo discloses that the outer coil member is formed of radiopaque material 
(column 6, lines 7-13) but does not expressly disclose that the coil is made from 
stainless steel. 

12. Urick teaches making a distal coil from stainless steel in order to provide 
significantly differing degrees of radiopacity (abstract, lines 9-11) such that the ease and 
accuracy of locating the guidewire is improved (column 4, lines 20-23). 

13. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention to have used a stainless steel coil as taught by Urick in the 
guidewire of Palermo in order to provide significantly differing degrees of radiopacity 
such that the ease and accuracy of locating the guidewire is improved. 

14. Claims 16, 22-26 and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Palermo et al. (US 5,769,796) as modified by O'Connor et al. (US 
6,887,235), as applied to claims 2-4, 13-15 and 19 above, and further in view of Urick et 
al. (US 5,666,969). 

1 5. Palermo further discloses that the distal portion has a ribbon profile (see figures 
5A and 5B) and that an intermediate portion of the core member has a smaller cross 
sectional area than a proximal portion of the core member. Palermo discloses that the 
outer coil member is formed of radiopaque material (column 6, lines 7-13) but does not 
expressly disclose that the coil is made from stainless steel. 



Application/Control Number: 10/667,043 Page 6 

Art Unit: 3736 

16. Urick teaches making a distal coil from stainless steel in order to provide 
significantly differing degrees of radiopacity (abstract, lines 9-1 1) such that the ease and 
accuracy of locating the guidewire is improved (column 4, lines 20-23). 

1 7. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention to have used a stainless steel coil as taught by Urick in the 
guidewire of Palermo as modified by O'Connor in order to provide significantly differing 
degrees of radiopacity such that the ease and accuracy of locating the guidewire is 
improved. 



Response to Arguments 

18. Applicant's arguments regarding amended claim 1 and Palermo have been fully 
considered but they are not persuasive. Applicant argues, "Palermo et al. fail to teach a 
solder joint (128) between the inner and outer members, which would not leave a space 
between the inner and outer members." In response, it is respectfully submitted that 
there is a space between the elongated reinforcing member and the outer coil member 
since the elongated reinforcing member and the outer coil member are spaced apart. 
Even though the space is occupied by a solder joint (128), the occupied space is still 
sufficient to read on the amended claim language. 

19. The anticipation rejection based on Reynolds et al. (US 7,074,197) set forth in 
the previous Office Action is withdrawn in view of the amended claim language. It is 
acknowledged that Reynolds is disqualified as prior art in formulating obviousness 
rejections under the provisions of 35 U.S.C. §1 03(c). 
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Conclusion 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Apanius whose telephone number is (571)272- 
5537. The examiner can normally be reached on Mon-Fri 9am-5:30pm. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on (571) 272-4726. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

22. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MA 

/Max Hindenburg/ 

Supervisory Patent Examiner, Art Unit 3736 



